The Name Is Not Always the Samet
Neal J. Friedman*and Kevin Siebert*
In Medieval times, British craftsmen who were members of guilds
placed a mark on their goods to indicate the source and quality. Thus
was born the first trademark.' The principles of trademark law, first
established when goods moved slowly by oxcart and sailing ship,
persist today as marks fly through cyberspace2 in nanoseconds.
Presently, an average of 1,700 domain names3 are registered every day
with InterNIC, the principal North American domain registry.4
Beginning in 1994 the Internet entered widespread commercial
use. 5 The system of addressing 6 on the Internet, sufficient when
mostly just educational institutions were on-line, became wholly
inadequate as tens of thousands of commercial enterprises sought to
conduct business on the Internet.
This Article explores the present Internet addressing system, the
history of trademark disputes on the Internet, and proposals for
resolving these disputes. Part I provides a brief history of the Internet,
discusses its addressing system, and explains the use of domain names
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1. Gary W. Hamilton, The Emerging Law of Computer Networks: Trademarks On the
Internet: Confusion, Collusion or Dilution?, 4 TEX. INTELL. PROP. L.J. 1, 1 (1995).
2. The term "cyberspace" was first used by writer William Gibson in his novel
Neuromancer and is currently used to describe the global network of computers commonly known
as the Internet. WILLIAM GIBSON, NEUROMANCER 51 (1984).
3. Domain names, which are used as a method of identification and addressing on the
Internet, are addressed in more detail in Part I, infra.
4. Grant Clark, Remarks at the American Intellectual Property Law Association Spring
Meeting (May 3, 1996). Mr. Clark is an attorney for Science Applications International Corp.
(parent of Network Solutions Inc.). In November 1996 alone, 85,000 new domain names were
registered. Jonathan E. Moskin, Postcards from the Internet: Domain Name Infringement,
N.Y.L.J., Mar. 10, 1997, at S6.
5. The Birth of the Internet, NEWSWEEK, Aug. 8, 1994, at 56.
6. For a discussion of the Internet Addressing System, see infra Part I.
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as identifiers for companies on the Internet. Part II introduces the
current system for registering Internet domain names and the problems

associated with its structure. Part III gives a brief background of
trademark law and tracks the evolution of disputes that have arisen as
a result of the intersection of the Internet and trademark law. Finally,
Part IV offers alternative proposals to remedy the increasing dissatisfaction with the current address registration system.
THE PRESENT INTERNET ADDRESSING SCHEME

I.

"The roots of the Internet lie in a collection of computer networks

that were developed in the 1970s. They started with a network called
Arpanet that was sponsored by the United States Department of
Defense. .

.

. [T]oday its descendants form the global backbone of

'7
what we call the Internet.

The network, a product of the Cold War, was designed to provide
a method of communication among computers and computer networks
owned by the military, defense contractors, and university laboratories

conducting defense-related research.'

It evolved into a network that

allowed researchers throughout the country to have direct access to
extremely powerful supercomputers maintained by the largest research

institutions.' As the network evolved far beyond its research origins
to include universities, corporations, and people around the world, the
ARPANET became known as DARPA Internet, and finally just the
Internet.1 °
Through the 1970s and 1980s, the Internet remained almost the
exclusive province of academics and researchers. In 1981, there were
only 300 host computers linked to the Internet."1 By 1989, the
number had grown to 90,000.12 Soon after, the rest of the world
began to discover the Internet. By mid-1996, there were 13,000,000
host computers connected to the Internet. The number is projected to
reach 100,000,000 by the end of the century.1 3 Academics and

7. HARLEY HAHN & RICK STOUT, THE INTERNET COMPLETE REFERENCE 2 (1994).
8. ED KROL, THE WHOLE INTERNET: USER'S GUIDE & CATALOG 13 (2d ed. 1994).
9. American Civil Liberties Union v. Reno, 929 F. Supp. 824, 831 (E.D. Pa. 1996).
10. Id.
11. Id.
12. Id.
13. Tony Rutkowski, Internet Trends (visited Jan. 23, 1997) <http://www.gemagic.com/
Internet/Trends/slide-4.html> (Complete slide show is available at <http://www.gernagic.com/
Internet/Trends>).
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researchers, who at first resented the commercial intrusion into the
Internet, eventually gave up."
By 1995, the last vestiges of government funding for the Internet

disappeared.

The National Science Foundation (NSF), which had

provided funding for the Internet "backbone," the high capacity trunk
lines that link computers together, withdrew in 1995.15 Today the

backbone is operated by private common carriers such as MCI and
Sprint.
Here is how it works.
Internet addresses are not unlike those assigned by the U.S. Post
Office. Each is unique. For example, co-author Neal J. Friedman's
e-mail address on the Internet is: <njf@commlaw.com>.16 Pepper
& Corazzini's address on the World Wide Web is
<http://www.commlaw.com>7 In both instances, "commlaw.com"
is the domain registered to Pepper & Corazzini in June 1994.18 The
domain name is, in fact, an arbitrary designation for a specific 32-bit
numerical sequence assigned at the time of registration. The sequence
for commlaw.com is 204.157.57.4 where "204" is the network, "157"
and "57" are sub-networks, and "4" is a specific computer. This all' 19
numeric address is known as an "Internet Protocol" or "IP.
Because 204.157.57.4 would be impossible to remember, the Domain
Name Service (DNS)20 was established to link these numerical
addresses with mnemonic alphanumeric equivalents called Internet
14. In late 1996, a consortium of research universities began formulating plans for "Internet
II," a new high-speed network that would become what ARPANET had once been. David S.
Hilzenrath, Internet 11 Will Put Colleges Back on the Fast Track, WASH. POST, Oct. 7, 1996, at
F18, available in 1996 WL 13425121.
15. See generally, Ellen Messmer, IBM Reuters to Give ANS Full T-3 Support, NETWORK
WORLD, May 25, 1992, at 17; John Rendleman, ANS, MCI, Sprint Agree to Exchange Internet
Traffic, COMM. WEEK, July 17, 1995, at 29.
16. Internet address are delimited by periods and pronounced as "dot" when spoken. Thus,
the written "commlaw.com" is spoken as "commlaw dot com." E-mail addresses are directed at
certain persons or locations at the Internet address. An "@" sign is used to separate the specific
person (e.g., njf) from the domain name (i.e., commlaw.com). The complete e-mail address,
"njf@comrnlaw.com," is spoken as "njf at commlaw dot com."
17. Newer versions of web browsers do not require the use of "http://" before the domain
name to reach a particular domain on the Internet.
18. Information about the owner of a domain, the date it was first registered with InterNIC
and technical and administrative contacts is available at: <gopher://rs.InterNIC.net/7waissrc:/
rs/whois.src>. This same information may also be found with other third party "whois" tools
that connect to name server directories. See David W. Maher, TRADEMARKS ON THE
INTERNET: WHO'S IN CHARGE? 14 (visited Mar. 27, 1997) <http://aldea.com/cix/
maher.html>.
19. See generally KROL, supra note 8, at 23-29; HAHN, supra note 7, at 57-59.
20. For an overview of the DNS, see generally KROL, supra note 8, at 30-34; HAHN, supra
note 7, at 47-65.
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domain names. In commlaw.com, ".com" is the top-level domain
(TLD), which identifies the site as belonging to a commercial entity,2 1
and "commlaw" is the second-level domain registered to Pepper &
Corazzini.2 2 The second-level domain name is arbitrarily chosen by
the domain name registrant; however, no two domains can share the
same top-level and second-level names.2 3 This, as will be discussed
in Part II of this Article, has become the source of immense controversy and considerable litigation over the use of well known trademarks
in domain names.
The technical limitations of the Internet and existing domain
name conventions are part of the problem. Companies could not use
capitalization or fanciful designs to distinguish themselves.24 The
current maximum length of twenty-four letters for domain names
further restricts the number of possible addresses, as companies with
longer names abbreviate or use acronyms that may conflict with the
mark of another organization.25 When Computer Economics, Inc.,
a California newsletter publisher, established the Internet Business
Marketing Association, it sought to obtain the shorter ibma.com
domain until International26 Business Machines, which owns the
ibm.com domain, objected.
One observer has appropriately described domain names as "kind
of like postal addresses, vanity license plates and billboards, all rolled
up into one digital enchilada."27 The ".com" top-level domain is the

21. Other TLDs are assigned to educational institutions (.edu), governmental units (.gov),
nonprofit organizations (.org), Internet service providers (.net), and the military (.mil). See KROL,
supra note 8, at 32. Outside the United States, a country identifier is also used. For example,
".uk" indicates the United Kingdom, ".au" indicates Australia. Id. See also HAHN, supra note
7, at 54-55. Internet addresses are normally expressed in lower case letters; however, the usage
is not normally case-sensitive. See LAHN, supra note 7, at 50.
22. Some large organizations make use of third level domains. For example, if Pepper &
Corazzini were a law firm with offices in several cities, the author's address might be
njf@dc.commlaw.com identifying him as being in the Washington, D.C. office and another
lawyer in, say the Seattle office, might be identified as doe@seattle.commlaw.com.
23. The first and second level domain names function together as a unique address on the
Internet. If two persons shared the <njf.commlaw.com> address, the routers that distribute email on the Internet would be unable to distinguish between the two. See HAHN, supra note 7,
at 48.
24. Id. at 50.
25. See Andre Brunel, Billions Registered, But No Rules: The Scope of Trademark Protection
for Internet Domain Names, J. OF PROPRIETARY RTS., Mar. 1995, at 2, 6.
The Internet Business Marketing Association can now be found at:
26.
<http://intermarketing.org>.
27. James West Marcovitz, Ronald@McDonalds.com-"Owning a Bitchin" Corporate
Trademark as an Internet Address-Infringement?, 17 CARDOZO L. REV. 85, 85 n.3 (1995) (citing
Joshua Quittner, Making a Name of the Internet, NEWSDAY, Oct. 7, 1994, at A4).
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big enchilada. With such growth and demand for commercial
domains, disputes inevitably arose. The next section describes the
numerous attempts to develop a policy to resolve these burgeoning
disputes.
II. THE PRESENT REGIME
The Internet "has no president, no chief executive officer, no
Pope."2 Indeed, it has often been said of the Internet that its best
and worst quality is that it is an anarchy. There is, however, some
governance. As early as 1978, the Internet Assigned Number
Authority (IANA) was created to assign unique addresses to each
utilizing the same
participating network on the fledgling Internet
29
today.
use
in
protocol
4.0
version
TCP/IP
In January 1993, the National Science Foundation created the
Network Information Center (InterNIC).3 ° It contracted with three
private firms to perform specific functions: AT&T to provide
directory services, General Atomics to provide information services,
and Network Solutions, Inc. (NSI)31 to provide registration of domain
names following policies set by IANA.12 The Internet Society
(ISOC), a nonprofit corporation originally formed as a group of large
telecommunications and computing companies, also provides a measure
of governance to the Internet as well as sets technical standards.33
Among all of these organizations, only NSI has generated any
controversy as it struggled, without much success, to navigate the
uncharted waters of commercial domain names.
As early as 1994, InterNIC publicly admitted problems. 34 Scott

Williamson, an InterNIC manager, conceded the domain registry was
ill-equipped to deal with trademark issues:

28. KROL, supra note 8, at 16.
29. Mark Voorhees, Making Sense of the Internet, One Lawyer's View of the Landscape,
INFO. L. ALERT, May 12, 1995, available in 1995 WL 2399944.
30. Deborah Reilly, The National Infornation Infrastructureand Copyright: Intersectionsand
Tensions, 76 J. PAT. [& TRADEMARK] OFF. SOC'Y 903, 904 n.4 (1994).
31. Because NSI is InterNIC's contractor for domain name registration, the two companies
terms are often referred to interchangeably when discussing the domain name registration
organization. The terms will be used interchangeably herein for this reason.
32. Reilly, supra note 30, at 904 n.4.
33. See Internet Society, Welcone to the INTERNET SOCIETY, Internauts! (visited Mar.
12, 1997) <http://www.isoc.org>.
to keep you from
34. Joshua Quittner, Billions Registered: Right now, there are no rules
owning a bitchin' corporatename as your own internet address, WIRED, Oct. 1994, at 50, 54. (Also
found at <http://www.hotwired.com/wired/2.10/departments/electrosphere/mcdonalds.html>).
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If we had to research every request for a domain name right now,
Trademark problems are the
I'd need a staff of 20 people . ...
responsibility of the requester. . . . We really need some policy.
The problem with the Internet is, who's in charge? . . . When we

figure that out, there will be a meeting.3

InterNIC admitted that the trademark issue came out of nowhere.
"[It] just caught everyone here by surprise. Nobody gave the idea of
trademarks a second thought."36
Initially, InterNIC failed to adopt a legal position beyond
informing registrants that "[R]egistering a domain does not confer any
legal rights to that name, and any disputes between parties over the
rights to use a particular name are to37 be settled between contending
parties using normal legal methods.
As skirmishes over domain names became more common, the
International Trademark Association (INTA) formed a task force in
January 1995 to examine the problems of "protecting corporate
identities on the Internet.1 31 In September 1995, the INTA Board of
Directors approved a resolution stating its view that domain names can
function as trademarks and that domain name use can result in
infringement of trademark rights. 9 For its part, however, InterNIC
refused to follow INTA's warning that it must "come to grips with
legal issues. "40

35. Id. (quoting Scott Williamson, an employee of InterNIC involved with domain name
registration).
36. Brock N. Meeks, Is Your Trademark FairGame on the Internet?, INTERACTIVE WK.,
Oct. 10, 1994, at 48.
37. InterNIC pre-July 1995 registration form (hard copy on file with the author).
38. Mark Voorhees, Trademark Ass'n Forms Internet Name Task Force, INFO. L. ALERT,
Jan. 13, 1995, available in 1995 WL 2399868.
39. Copyright Protection on the Internet: Hearings on H.R. 2441 Before the Subcomm. on
Courts and Intellectual Propertyof the House Comm. on the Judiciary, 104th Cong., 1st Ses. (1996)
(statement of Catherine Simmons-Gill for the International Trademark Association) (quoting
Senator Leahy (D-VT)), available in 1996 WL 7135529.
40. Victoria Slind-Flor, 'Domains'Are Therefor Taking? Companies sue over addresses on the
Internet, THE NAT'L L.J., Jun. 5, 1995, at A7 (quoting David Maher, co-chair of the
International Trademark Association's Internet Task Force).
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In July 1995, InterNIC announced the first of several policies on
domain name registrations. 41 The policy was changed in November
199542 and again in August 1996." 3 The November 1995 policy
closed a loophole that allowed a domain name registrant to obtain a
trademark in any country in the world, including nations that do not
subscribe to international treaties, and thereby permitted virtual
overnight registrations without regard to the rights of foreign entities
with valid, preexisting marks. 4 InterNIC attempted to separate itself
from the mushrooming legal disputes over domain names by removing
the word "resolution" from the title of its policy, stating that its policy
"relates to Domain Name disputes, not the resolution of them."4 To
make certain that no one missed the point, only one portion of the
policy was in all caps:
NSI WILL NOT BE LIABLE FOR ANY LOSS OF USE,
INTERRUPTION OF BUSINESS, OR ANY INDIRECT, SPECIAL, INCIDENTAL, OR CONSEQUENTIAL DAMAGES OF
ANY KIND (INCLUDING LOST PROFITS) REGARDLESS
OF THE FORM OF ACTION WHETHER IN CONTRACT,
TORT (INCLUDING NEGLIGENCE), OR OTHERWISE,
EVEN IF NSI HAS BEEN ADVISED OF THE POSSIBILITY
IN NO EVENT SHALL NSI'S
OF SUCH DAMAGES.
MAXIMUM LIABILITY UNDER THE POLICY EXCEED
FIVE HUNDRED ($500.00) DOLLARS. 46
The newly-revised policy did not stem the flood of litigation.47
In August 1996, NSI announced yet another revision to its policy, a
revision which was to become effective the following month. NSI
announced it would continue its "first-come, first-served" policy with
regard to domain names, but would not determine the legality of

41. See Network Solutions, Inc., NSI Domain Name Dispute Policy (available Jul. 1995)
<ftp://rs.InterNIC.net/policy/interNIC/intemic-domain-4.text> (hard copy on file with the

author).
42. See Carl Oppedahl, Changes in Domain-Name Rules Could Result in Ownership Loss,
N.Y.L.J., Nov. 28, 1995, at 5, 6.
43. Network Solutions, Inc., NSI Domain Name Dispute Policy (available Aug. 1996)
<http://rs.InterNIC.net/domain-info/InterNIC-domain-6.html> [hereinafterAugust Policy] (hard
copy on file with the author).
44. Id.
45. Kenneth Sutherlin Duecker, Note, Trademark Law Lost in Cyberspace: Trademark
Protection For Internet Addresses, 9 HARV. J.L. & TECH. 483, 503 n.116 (1996) (quoting
November 1995 InterNIC policy statement).
46. Id.
47. For a discussion of domain name litigation, see infra Part III.B.
48. August Policy, supra note 43.

Seattle University Law Review

[Vol. 20:631

domain names, nor act as an arbiter of disputes.49 NSI imposed a
greater burden on trademark owners. "Before requesting Network
Solutions to take action pursuant to the Policy, trademark owners are
required to notify domain name registrants that their registration and
use of the domain name violates the legal rights of the trademark
owner." ° NSI further stated it would only take action if provided
both a certified copy of a federal trademark registration certificate and
a copy of the notice provided to the domain name registrant. 5
NSI's previous policy allowed it to put a registration on "hold"
based on a mere allegation of trademark infringement. Critics assailed
this policy. In response, NSI adopted a new policy stating that
when either the domain name registrant or the trademark owner file
suit against the other regarding the registration and use of the
domain name prior to the domain name being placed on 'hold,'
Network Solutions will not place the domain name on 'hold' and
control of the domain name into the registry of the
will deposit
2
court.

5

With this new policy, NSI did everything it5 3 could to extricate itself
from the tide of litigation. It was not to be.
Within weeks of the effective date of the policy, a Federal District
Court held that NSI had failed to meet the statutory requirements of
28 U.S.C. section 1335, which requires both diversity of citizenship
(which was present) and that the plaintiff deposit the disputed property
in the registry of the court.5 4 The District Court stated that because
NSI had, pursuant to an injunction issued from a court in Boulder
County, Colorado, allowed Clue Computing to continue to use the
disputed domain name, NSI did not have custody of the property and
could not deliver it to the court.5 5 The federal court added that NSI
was not in the usual position of a "disinterested stakeholder" seeking
interpleader.5 6 Rather, as a defendant in the state action, it was

49. Id.
50. Id. at § 5(b).
51. Id. at § 5(c).
52. Id. at § 7.
53. Trademark owners have also targeted Network Solutions as a defendant. See NSI
Revises Domain Name Dispute Policy; Indemnification, Bond Provisions Changed, I Elect. Info.
Pol'y & L. Rep. (BNA) 451 (Aug. 16, 1996) (citing six prior occasions when plaintiffs had sued
Network Solutions because of its policy, including violations of contractual and due process rights,
contributory infringement, and intentional interference with advantageous business relationships).
54. Network Solutions, Inc. v. Clue Computing, Inc., 946 F. Supp. 858, 860 (D. Colo.
1996).
55. Id.
56. Id. at 861.
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attempting to use the interpleader to "escape adjudication of its
contractual duties, and possible liability, in the state court action.""7
III.

INTERSECTION OF TRADEMARK LAW AND CYBERSPACE

Most claims for trademark infringement and unfair competition
focus on the plaintiffs claim that the defendant's conduct is likely to
confuse or deceive the public to the plaintiffs commercial detriment."8
One commentator suggests the conceptual relationship between garden
variety trademark infringement and unfair competition, and those
derived from on-line activity, are most easily comprehended if
cyberspace is thought of as its own marketplace. 59 In other words,
the Internet is largely a commercial forum where people form business
relationships not unlike those found in the conventional marketplace.60
Thus, any conduct that creates a claim based on a likelihood of
confusion in the conventional marketplace has the same potential to be
actionable, if not more so, in cyberspace.61 Indeed, domain names
often function as trademarks because, like trademarks, they suggest
identity, quality, and content of a good or service. 2 Accordingly,
registering and utilizing a domain name often becomes actionable
under trademark law because domain names share similar qualities
with trademarks and create an expectation about the origin of a product
or the identity of a person or organization located at an address.63
A.

A Brief Background of Trademark Law

Simply stated, trademarks identify goods and servicemarks identify
services.64 Under the United States Trademark Act of 1946 (more
commonly known as the Lanham Act),6" both terms are used interchangeably and receive the same scope of protection.6 6
Trademark law protects both consumers and trademark owners.
Trademarks function as an identifier of source and distinguish the

57. Id.
58. See KENT D. STUCKEY, INTERNET AND ONLINE LAW § 7.01 (1996).
59. Id.
60. Id.
61. Id.
62. See generally Jonathan Agmon, et al., What's in a Name? (visited Jan. 23, 1997)
<http://www.l.georgetown.edu/c/intermic/domainl.htr1>.

63. See Jonathan Agmon, et al., The Relationship Between Domain Names and Trademarks
2 (last
64.
1996).
65.
66.

modified Apr. 22, 1996) <http://www.ll.georgetown.edu/Ic/intemic/introdl.html>.
1 J. THOMAS MCCARTHY, TRADEMARKS AND UNFAIR COMPETITION § 3:1 (4th ed.
15 U.S.C. §§ 1051-1127 (1994).
1 JEROME GILSON, TRADEMARK PROTECTION AND PRACTICE § 1.02(1Xb) (1996).
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trademark owner's goods from the goods of others.67 In this way
trademarks assure the consumer that certain goods or services originate
from a particular source and are of a particular quality.68 In the same
manner, trademarks symbolize the trademark owner's goodwill
associated with the business or services provided.69
Originally, trademark protection existed only as a patchwork of
state statute and common law claims.70 However, in 1946 Congress
passed the Lanham Act, which codified claims for trademark infringeMuch like the InterNIC registry for domain names, a
ment.7"
nationwide registry of trademarks exists as a result of the Lanham
Act.72 Today, the Lanham Act survives as the wellspring from which
most trademark claims originate. Although plaintiffs utilizing the
Lanham Act often couple their federal claims with state claims, such
state claims rarely provide broader protection than the sweeping
protection found in the Lanham Act.
1. Infringement and Unfair Competition
Under The Lanham Act, a trademark owner can file an infringement claim based on likelihood of confusion as to origin or source73
and other misrepresentations as to the "nature or quality of goods or
services." 74 Section 32(1) of The Lanham Act, known as the Federal
Trademark Infringement Statute, requires a trademark owner to allege
ownership of a federally registered trademark in his or her complaint. 75 However, section 43, the Federal Unfair Competition
Statute, only requires that the plaintiff own a trademark, regardless of
whether the mark is registered. 76 Thus, even though these sections
largely mirror each other, for at least two reasons plaintiffs who own
federally registered trademarks and who file suits under section 32
should also file claims under section 43(a).77 First, because plaintiffs
who own federally registered marks may have their marks ruled invalid

67. Id. at § 1.03(1).
68. Id.
69. Id.
70. See Dan L. Burk, Trademarks Along the Infobahn: A First Look at the Emerging Law
of Cybermarks, 1 RICH. J.L. & TECH. 1 24 (Apr. 10, 1995) <http://www.urich.edu/-jolt/
v1:1/burk.html>.
71. 15 U.S.C. §§ 1051-1127 (1994).
72. See Burk, supra note 70, at 24.
73. 15 U.S.C. §§ 1114(1), 1125(a) (1994).
74. See STUCKEY, supra note 58, at § 7.01.
75. See GILSON, supra note 66, at § 8.03(1)(a).
76. See STUCKEY, supra note 58, at § 7.02[1].
77. Id.
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during a pending section 32 claim, these owners could still claim for
trademark infringement under 43(a).7" Second, at least one court has
issued a decision interpreting section 43(a)'s sweeping language as
allowing for an infringement violation while finding that section 32's
language did not.79
The level of protection enjoyed by a given mark depends on its
strength. In trademark law, strength is measured on a continuum
extending beyond, and filling-in the gaps between five loose categories
into which trademarks typically fall." These categories are as follows:
If a court
arbitrary, fanciful, suggestive, descriptive, and generic."
determines that a mark fits into any of the first three categories, then
the mark is inherently distinctive and receives a high level of protection. 2 If a court finds a mark descriptive, to receive protection the
plaintiff must also prove that the mark has a "secondary meaning."8 3
Secondary meaning attaches to a mark when it "has become sufficiently
distinctive to identify the plaintiff's goods or services in commerce and
distinguish them from similar goods or services. "84 If a court finds
a mark generic, the mark receives no protection.
Although trademark strength plays a significant role, the crux of
any infringement claim, whether filed under section 32 or section 43,
is the likelihood of consumer confusion." Each of the eleven federal
circuits applies its own set of factors when determining whether a
likelihood of confusion exists between two marks.8 6 Each circuit
78. Id.
79. Id. (citing Bivens Winchester Corp. v. Soft Brush Car Wash System, 207 U.S.P.Q.
(BNA) 757 (E.D. Va. 1980)).
80. These categories are not hard and fast "but merely 'indicate positions on a spectrum,
and are not pigeonholes into which trademarks may be placed in all cases."' CHARLES E.
MCKENNEY & GEORGE F. LONG, III, FEDERAL UNFAIR COMPETITION: LANTHAM ACT,
§ 43(a), at § 3.02 (1996) (quoting Kinark Corp. v. Camelot, Inc., 548 F. Supp. 429, 448 (D.N.J.
1982)).
81. See Burk, supra note 70 at 25. Burk describes arbitrary marks as well-known words
that identify goods or services to which they are unrelated, e.g., "Apple" for computers. Id. A
company creates a "fanciful" mark by inventing a word, e.g., "Exxon," for goods or services. Id.
Suggestive marks, which receive slightly less protection than arbitrary or fanciful ones, are those
to which a consumer could distinguish the nature of the goods from the mark. Id. at 26.
Descriptive marks often demand little thought to distinguish the mark from the associated goods.
Id. at $ 27. Finally, generic marks commonly describe a class of goods or services. Id. For a
more involved discussion of trademark strength and protection, see MCKENNEY, supra note 80,
at §§ 3.03-3.07.
82. Burk, supra note 73, at 25-27.
83. MCCARTHY, supra note 64, at § 11.9.
84. STUCKEY, supra note 58, at § 7.02[l]a][v].
85. Id. at § 7.02[1][a][iv].
86. See, e.g., Boston Athletic Ass'n v. Sullivan, 867 F.2d 22 (1st Cir. 1989); Helene Curtis
Indus., Inc. v. Church & Dwight Co., 560 F.2d 1325 (7th Cir. 1977), cer. denied, 434 U.S. 1025
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issues decisions on a case-by-case basis and no one factor should be
weighed more heavily than another.8 7 Thus, the determination of a
likelihood of confusion is largely a question of fact."8
The fact-intensive inquiry in an infringement action creates
problems for trademark owners who pursue domain name owners for
incorporating their trademarks into web sites. First, there is usually no
similarity between the products.89 Second, plaintiffs usually find it
very difficult to prove that defendants intended to pass off the
plaintiff's services or products as the defendant's own.9 Finally, the
fact-based problems are exacerbated because many plaintiffs file
summary judgment motions and ask for preliminary injunctions to
expedite the ejection of free riders from their web sites, which
obviously raises the plaintiffs burden of proof.91
2. Dilution
Unlike trademark infringement claims, dilution actions do not
hinge upon a "likelihood of confusion" analysis.92 Instead, dilution
claims target conduct that weakens the distinctiveness or goodwill
associated with a trademark.93 Dilution actions typically fall into one
of two categories: blurring or tarnishment. Blurring is the "whittling
away" of the selling power and value of a trademark through unautho-

(1978). See generally MCKENNEY, supra note 80, at § 3.08. These factors are often referred to

as digits of confusion. They range in number between five to eight. The seminal case in this area
setting out the factors is the Second Circuit's decision in PolaroidCorp. v. PolaradElects. Corp.,
287 F.2d 492 (2nd Cir. 1961) cert. denied, 308 U.S. 820 (1961). Polaroidsets forth a list of eight
factors that subsequent circuits have adopted with some modifications. The Polaroidfactors are
as follows: (1) the strength of the mark, (2) the similarity between marks, (3) the similarity of the
goods, (4) actual confusion, (5) the defendant's good faith in adopting the mark, (6) sophistication
of the purchaser, (7) the quality of defendant's product, and (8) the likelihood that plaintiff will
bridge the gap. Id. at 495.
87. See GILSON, supra note 66, at § 5.01(3)(i).
88. Id. at § 5.01(3)(ii).
89. See Intermatic Inc. v. Toeppen, No. 96C 1982, 1996 WL 716892, at *22-23 (N.D. Ill.
Nov. 26, 1996). But see Playboy Enter., Inc. v. Chuckleberry Publ'g Inc., 939 F. Supp. 1032,
1037 (S.D.N.Y. 1996).
90. See Intermatic, 1996 WL 716892, at *11.
91. See id. at *3 (filing a summary judgment motion); Toys "R" US v. Akkaoui, No. C 963381CW, 1996 WL 772709 (N.D. Cal Oct. 29, 1996) (filing preliminary injunction); Panavision
Int'l, L.P. v. Toeppen, 945 F. Supp. 1296, 1296 (C.D. Cal 1996) (filing a summary judgment
motion).
92. See STUCKEY, supra note 58, at § 7.03. Indeed, "likelihood of confusion" is not an
element of a dilution claim. Id.
93. See Jonathan Agmon, et al., The Federal Trademark Dilution Act of 1995 (last modified
Apr. 13, 1996) <http://www.ll.georgetown.edu/lc/internic/trademarks/dilutl.html>.
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rized use on dissimilar goods or services.94 Tarnishment occurs when
a famous mark is linked to goods or services of poor quality or is
portrayed in an unwholesome or unsavory manner.9s These categories
are not mutually exclusive, as courts have found various other strains
of dilution claims. In Deere & Co. v. MTD Products, Inc. ,96 the
Second Circuit upheld a dilution claim because it found the defendant's
use of an altered mark would gradually lessen the selling power of the
original mark.97 This case marked a significant departure from the
tarnishment-blurring dichotomy because a dilution claim can now be
brought even when the offending and registered trademark are not
identical. Another court adjudicating a domain name dispute upheld
a claim for trademark dilution not because the defendant reduced the
capacity of a famous mark to distinguish goods or services, but because
he eliminated the plaintiffs ability to use the mark altogether.9"
Trademark dilution claims are often easier to win than infringement actions because a plaintiff need not prove a likelihood of
confusion. Still, problems have surfaced. First, only about half of all
states have dilution statutes.99 Second, no uniform definition emerged
from the widely divergent dilution statutes adopted in each state.100
Finally, state courts are loathe to issue nationwide injunctions.0 1
The problems with litigating a dilution claim will probably
disappear with Congress's adoption of the Federal Trademark Dilution
Act of 1995 (FTDA). °2 The FTDA applies to all fifty states,
establishes a federal definition for dilution, and provides for nationwide
injunctions. The FTDA adds a new section to the Lanham Act and
carves out a federal cause of action for dilution. 03 Under the

94. See Panavision,945 F. Supp. at 1304. Hypothetical examples would include a company
that utilizes "Pepsi" to sell in-line skates or "Microsoft" to sell lipstick. Id.
95. Id. An example is a company's use of Hasbro's "Candyland" trademark when
establishing the domain name "candyland.com" to disseminate sexually explicit pictures. Id. See
also Hasbro Inc. v. Internet Entertainment Group Ltd., 1996 WL 84853 at *1 (W.D. Wash.
1996).
96. 41 F.3d 39 (2d Cir. 1994).
97. Id. at 45.
98. Panavision, 945 F. Supp. at 1304.
99. Jonathan Agrnon, Using Some [sic) Else's Trademark (last modified Apr. 26, 1996)
<http://www.ll.georgetown.edu/lc/internic/trademarks/tms.html> (hereinafter Agmon, Using);
see also STUCKEY, supra note 58, at § 7.03 (listing the twenty-seven states that have enacted
dilution statutes).
100. Agnon, Using, supra note 99.
101. Id.
102. Federal Trademark Dilution Act of 1995, Pub. L. No. 104-98, 109 Stat. 985 (1996).
Dilution is defined as the "lessening of the capacity of a famous mark to identify and distinguish
goods or services." Id. at 84, 109 Stat. 986.
103. Id. at § 3, 109 Stat. 985-986.
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FTDA, successful plaintiffs are entitled to injunctive relief,'O' and if
the plaintiff can prove willful conduct by the defendant, the FTDA
provides additional remedies, including monetary damages and
destruction of the defendant's goods. 15 Trademark owners welcomed the adoption of the FTDA because claiming dilution under the
Act requires a lower burden of proof than under previous law, yet it
provides the same temporary relief as an infringement action. Indeed,
dilution claims based on domain name disputes have emerged as the
most prevalent and successful trademark claim."°6
B.

0
Disputes Involving Domain Names'

7

This subpart of the Article is intended to chart the evolution of
domain name disputes and discuss and analyze the prominent issues
they raise. The first section canvasses some of the playful and often
humorous squabbles involving domain names. The second section
inspects a fairly heated employer-employee disagreement over the
rights to a domain name. The third section examines the litigious
onslaught that recently erupted as a result of the tenacity of original
registrants to hold on to domain names and more importantly, the
possibility of profiting from commercial uses of the Internet.
Before launching into this discussion it is probably helpful to
point out some of the unique terminology attributed to domain name
disputes. Most of the trademark disputes that have surfaced derive
from some form of domain name blackmail through "grabbing" or
"hijacking."' 8 These interchangeable terms describe the intentional
registration of a domain name in order to prevent its trademark owner
from "establishing a web site under that name, to force the trademark
owner to pay a sum of money to acquire the name, or simply for the

104. Id. at § 3, 109 Stat. 985.
105. Id.
106. For a discussion of dilution claims, particularly tarnishment, see supra Section III.A.2.
See also Robert D. Litowitz & Douglas A. Rettew, Cleansingand Clarifying the Mark: The YearOld Federal Trademark Dilution Act is Already Protecting Famous Marks from Blurring and
Tarnishment, LEGAL TIMES, SPECIAL REPORT ON INTELLECTUAL PROPERTY, Dec. 9, 1996, at

36, 42 (stating that dilution is "no longer the stepchild of traditional infringement; dilution has
moved to the forefront and appears to be gaining broad acceptance among the courts as an
independent, stand-alone cause of action").
107. For a comprehensive summary of Domain Name disputes, see Jonathan Agmon, et al.,
Domain Name Disputes (last modified May 4,1996) <http://www.ll.georgetown.edu/lc/internic/
recent/recl.html> (hereinafter Agmon, Disputes).
108. For a discussion of "grabbing," see Jonathan Agmon, et al., Introduction to Domain
Name Disputes (last update April 27, 1996) <http://www.ll.georgetown.edu/lc/internic/
recent/redi.html> (hereinafter Agmon, Dispute Intro.). For a discussion of "hijacking," see
Brunel, supra note 25, at 3.
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Elaborating on the blackmail concept by stockpiling
reaction. ""
domain names in the hopes of opening an arbitrage business has been
Another variation called "reversecoined "cybersquatting. 110
hijacking" describes a situation where an overzealous trademark owner
ejects a domain name owner from their web site through the InterNIC
dispute resolution rules even though the trademark may be generic and
the web site owner may have invested substantial amounts of time and
Undoubtedly,
money to build its business around its web site.-"
more variations of domain name grabbing/hijacking will emerge as the
Internet evolves and commercial transaction on it increases.
1. Early Pranks
The scarcity of domain names, the competition for valuable
domains and vivid imaginations of pioneers on the Internet opened the
door to all kinds of mischief. For example, Microsoft Corporation had
no trouble obtaining the domain "microsoft.com" for its domain.
However, a clever user who wanted to have some fun at the expense
of the software giant was able to obtain the "microsOft.com" domain
with equal ease, substituting a zero for the second "o".112 This was

109. See Agmon, Dispute Intro., supra note 108.
110. For a discussion of cybersquatting, see infra notes 140-62 and accompanying text.
111. See Andrew R. Basile Jr., UnderstandingInternet Domain Names: Acquiring Rights,
Avoiding 'Hijacking' By First-Comers and Trademark Owners, 1 Elect. Info. Pol'y & L. Rep.
(BNA) 341, 345 (Jul. 12, 1996).
An example of this problem was a dispute between Juno Lighting and Juno Online. Juno
Lighting owns a federal trademark "JUNO" for electrical lighting fixtures. Another company,
Juno Online, registered "juno.com" with InterNIC and operates a e-mail service with,
purportedly, over 500,000 subscribers. See Jodi B. Cohen, Dilemma in Cyberspace (trademarks,
copyrights, legal issues), EDITOR & PUBLISHER, Dec. 21, 1996, available in 1996 WL 9086761.
Juno Lighting complained to Network Solutions that Juno Online had violated federal trademark
law by registering the "juno.com" domain name. Id. Juno Online responded by filing suit
against Juno Lighting claiming an unlawful attempt to reverse-hijack under the Federal Dilution
Act. Id. The Judge refused to issue a temporary restraining order but the case is still pending.
Id.
112. Zero Micro Software, an Austin, Texas computer software company, registered the
domain name "micros0ft.com." Network Solutions, Inc. (NSI), which operates the U.S. domain
registry, asked if it could delete the registration, but Zero Micro Software refused. NSI then
placed the domain name on hold. Microsoft sent Zero Micro Software a cease and desist letter.
It claimed that the use of the "microsOft.com" domain name would likely confuse consumers and
dilute Microsoft Corporation's trademark. Microsoft demanded that Zero Micro Software stop
using the domain name and abandon the domain name registration. Microsoft also demanded
that the Texas company cease use of the Zero Micro Software corporate name. Unable to use the
micros0ft.com domain, Zero Micro Software reports on progress of its battle at a numerical URL:
<http://198.6.198.150>. For more information on this dispute see Agmon, Disputes, supra note
107 (information on the Zero Micro Software dispute is available under the heading microsOft).
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not Microsoft's only problem with domain name grabbers. A Utah
graduate student also obtained the "windows95.com" domain." 3
One of the most celebrated early examples of domain name
grabbing for fun was the now classic article in the October 1994 issue
of Wired magazine." 4 Writer Joshua Quittner reported on his
experiment in which he was able to register the domain
"mcdonalds.com" and invited readers to send him e-mail at: ronald@mcdonalds.com. Attorneys at the hamburger chain, normally ever
vigilant at the slightest prospect of anyone coming near an infringement of their valuable marks, were unaware of the story (and apparently the Internet as well) for months, while Quittner and his readers had
a good laugh at their expense. Finally, alerted to the problem and
sensing they might lose more in the area of public opinion than they
might gain in a court of law, McDonald's gave up its demand that
Quittner surrender the domain registration outright. Instead McDonald's consented, at Quittner's request, to donate $3,600 to a New York
connection
City high school for computer equipment and an Internet
nS
in return for relinquishing the domain registration.
Another playful example of domain name grabbing was the battle
between two fierce rivals in the test preparation market. Stanley
Kaplan Co., the largest test preparation firm in the world with annual
profits of more than $85 million, was the victim of a prank by its
much smaller arch rival, Princeton Review, which registered the
domain name "kaplan.com." Princeton Review established a web site
at that address and when browsers logged in, they were immediately
Review and were invited to
informed they had reached the Princeton
116
submit complaints about Kaplan.
Kaplan was not amused and immediately threatened suit.
Princeton responded by offering to sell Kaplan the name for a case of
beer.1" 7 When Kaplan refused the offer, the President of Princeton
Review quipped that Kaplan had "no sense of humor, no vision, and
no beer. 118 The parties settled in arbitration. Princeton Review did

113. In December 1996 the site was still available at: <http://www.windows95.com>.
114. Quittner, supra note 34, at 50.
115. Cyber Ronald, INSIDE MEDIA, Jan. 18, 1995, at 12.
116. See Agmon, Disputes, supra note 107.
117. Elizabeth Corcoran, PanelBacks Post Unit on Internet Address, WASH. POST, Oct. 7,
1994, at A4.
118. Video Jockey Butts Heads With MTV Over Internet, THE CLEVELAND PLAIN DEALER,
May 25, 1994, at C6, available in 1994 WL 7191767.
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not get any beer or monetary damages, but Kaplan did retrieve the
"kaplan.com" domain. 119
2.

A Division Among the Ranks

A much more serious dispute broke out between the cable music
channel MTV and Adam Curry, a former on-air video jockey or "VJ".
While employed by MTV, Curry met with a company vice president
to explain an Internet project he was developing. 120 During the
discussion, Curry indicated he planned to use the "mtv.com"
domain. 121 MTV told Curry that he was "was free to continue
development of the Internet site at his own expense. "122
Curry then launched his site under the "mtv.com" banner.
Apparently realizing, belatedly, the potential of the Internet, MTV
brought suit against Curry alleging trademark violations in connection
with Curry's use of MTV's marks on his site. 123 Curry responded
to the complaint by stating, "I will fight this all the way to the
Supreme Court. . . . This will be the 'Roe vs. Wade' of the ...
information superhighway . . . . I registered [mtv.com] with the
InterNIC . . . . It's mine.' 1 24 Curry's brave talk proved to be just
talk. The case never went to the Supreme Court, never even went to
trial. The parties settled and MTV obtained use of the mtv.com
domain. 12 Before the case settled, however, the court acknowledged
the possibility that a domain name could infringe on another party's
registered trademark. 26 Curry now operates a site on the Internet
available at <http://www.metaverse.com>. 27
3. Litigious Cranks
Not surprisingly, the dramatic increase in the number of domain
name registrations has lead to an increase in web site conflicts and

119. Id.
120. MTV Networks v. Curry, 867 F. Supp. 202, 203 (S.D.N.Y. 1994).
121. Id.
122. Id. at 204.
123. Id.
124. Cyberspace Suit Rocks ex-MTV VJ, L.A. DAILY NEWS, May 15, 1994, at N20.
125. See Mark Voorhees, MTV, Curry Settle, INFO. L. ALERT, Mar. 24, 1995, available
in 1995 WL 2399911 ("For all the publicity it obtained, the case never presented dean trademark
issues and would unlikely have settled lingering legal questions if there had been a final
judgment.").
126. MTV Networks, 867 F. Supp. at 203-04 n.2.
127. MTV has since sought federal trademark registration for "mtv.com." PTO No. 75026,908, filed Dec. 1, 1995.
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trademark litigation. 12' To resolve these disputes, most courts pierce
through the creative attempts to manipulate InterNIC's flawed dispute
utilizing trademark law and focusing on the
resolution rules
defendant's intent.
a. Garden Variety Infringement and Dilution
in Comp Examiner Agency v. Juris,129 the
On April
Central District of California issued the first federal decision enjoining
the use of a domain name on grounds of trademark infringement.13
Comp Examiner obtained registration of the domain name "juris.com"
assignment and used it in association with its business of providing
legal and forensic-related goods and services.' 3' Juris, Inc., had used
the trademark JURIS for computer-related goods and services since
challenged Comp
and had been the registered owner since
Examiner's right to the domain name on basis of both infringement
and dilution.'3 2 The court found success on the merits likely, and
issued a preliminary injunction.'3 3
another trademark case surfed its way to the
In July of
District Court for the Northern District of Illinois. In Actmedia v.

See Duecker, supra note 45, at 484 (citing Network Wizards, Internet Domain Survey
The Internet site
<http://www.nw.com/zone/XVWW/report.hmtl>).
(visited Jan.
provided the following data in January
Quarterly Estimates of Internet
Domain Activation
Active
Date
Domains
January

240,000
120,000

January
October 1994
July 1994
January 1994
October
July
January

46,000

21,000

and has been
still available at this location in March
The Network wizards cite
Network Wizards, Internet Domain Survey, July
updated with information as of July
<http://www.nw.com/zone/WWW/report.html>.
(last modified July
Cal., Apr.
No. 96-0213-WMB(CTx),
WL
Id. at *1-2.
Id.
Id.
Id.
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Active Media International,'34 the plaintiff (Actmedia), through use
and ownership of its registered trademark, had established a prominent
35
In
business providing advertising and promotional services.'
February of 1996, Actmedia attempted to register the domain name
"actmedia.com" with InterNIC and discovered that the defendant
(Active Media) had already reserved it.136 The decision does not
enumerate Actmedia's claims, but the court found that Active Media
violated both federal and state unfair competition laws because (1) it
misappropriated the plaintiff's mark; (2) it falsely designated the mark's
origin; (3) the misappropriation was likely to cause confusion in the
marketplace in which the plaintiff and defendant were affiliated; and
(4) the use of the mark would likely cause confusion that "[p]laintiff
sponsors or approves [d]efendant's commercial activities."' 37 The
court concluded that Active Media violated Illinois' Anti-Dilution
Statute, 31 and issued a permanent injunction enjoining the defendant
from using or infringing the mark "Actmedia." Further, the court
its interest in the
mandated that Active Media release and assign
"actmedia.com" domain name to Actmedia1 39
b.

The Mother of all Cybersquatters

In November of 1996, the District Court for the Northern District
of Illinois issued a more comprehensive and comprehensible domain
name ruling in Intermatic Inc. v. Toeppen. 4 ° The plaintiff, Intermatic, manufactured and distributed an array of electrical and
The defenelectronic products under an eponymous trademark.'
business
provider
service
Internet
an
operated
dant, Dennis Toeppen,
2 by creating an
and had gained infamy and attracted litigation"

134. No. 96 C 3448, 1996 WL 466527 (N.D. IUl. Jul. 17, 1996).
135. Id. at *1.
136. Id.
137. Id. at *2.
138. Id.
139. Actmedia, 1996 \VL 466527, at *2.
140. No. 96C 1982, 1996 WL 716892 (N.D. Il.Nov. 26, 1996).
141. Id. at *1.
142. Toeppen is involved in at least two other decided cases. Panavision Int'l, L.P. v.
Toeppen, 938 F. Supp. 616 (C.D. Cal 1996); Panavision Int'l, L.P. v. Toeppen, 945 F. Supp.
1296 (C.D. Cal. 1996). Another company, American Standard, Inc. has filed suit because of
Toeppen's registration of "american standard.com." American Standard, Inc. v. Toeppen, 1996
U.S. Dist. LEXIS 14451 (C.D. Ill. Sept. 3, 1996). Considering his stockpiling of domain names
utilizing famous trademarks, he will be a likely target for lawsuits for the foreseeable future.
Toeppen has registered approximately 240 Internet domain names including: deltaairways.com,
britishairways.com, crateandbarrel.com, ramadainn.com, eddiebauer.com, greatamerica.com,
neiman-marcus.com, northwestairlines.com, ussteel.com, and unionpacific.com. Intermatic, 1996
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Internet arbitrage business recognized in cyberspace circles as "cybersquatting. "143 The court defined cybersquatters as "individuals
(who) attempt to profit from the Internet by reserving and later
reselling or licensing domain names back to the companies that spent
millions of dollars developing the goodwill of the trademark.""' In
proceeding to trial, Toeppen not only sought permission to retain and
sell the "intermatic.com" domain name but also desired to test the
legality of his possibly lucrative arbitraging business.'4 5
In response to Toeppen's posting a map of Champaign-Urbana,
IllinoisI 46 at the "intermatic.com" website and his refusal to assign
the domain name, Intermatic requested summary judgment'4 7 on a
number of different grounds, including the following: (1) federal
trademark infringement, (2) federal and state common-law unfair
competition, (3) federal and state dilution, (4) violation of The
Uniform Deceptive Trade Practices Act, and (5) violation of The
Illinois Consumer Fraud and Deceptive Practices Act. 14 ' The court
dismissed all the claims except for the federal and state dilution
claims. 4 9 The court determined that Toeppen's registration of the
domain name diluted Intermatic's mark in two ways. First, it reduced
the ability of Intermatic to "identify and distinguish its goods and

WL 716892 at *2.
Not surprisingly, Toeppen is not the only one to gain fame by attempting to capitalize on
mass registration. In August of 1994, Jim Cashel registered eighteen domain names, including
"hertz" and "esquire." See Duecker, supra note 45, at 499. Unlike Toeppen, however, Cashel's
plan backfired as he was deluged with calls from curious journalists rather than companies
interested in paying for domain names. Id. Ultimately, Cashel became so frustrated that he
relinquished the marks to InterNIC. Id.
Others Net Loss, L.A. TIMES, July
143. See Greg Miller, Cyber Squatters Give Carl's Jr.,
12, 1996, available in 1996 WL 11004750.
144. Intermatic, 1996 WL 716892 at *5.
145. Id.at *6.
146. Originally, Toeppen utilized the address as a website displaying a software program
he developed and intended to call "Intermatic." Id. at *5. Later, in response to Intermatic's
insistence that he discontinue his commercial exploits, Toeppen substituted a map of his
hometown, Champaigne-Urbana, Illinois. Id. He apparently wished to avoid continuing his
outright infringement while still demonstrating enough control over the site to force Intermatic
to compensate him for relinquishing the address.
147. Summary judgment is often more difficult to obtain in trademark cases because they
tend to be fact intensive. See Panavision, 945 F. Supp. at 1301 (indicating that "[s]ummary
judgment is disfavored in trademark cases because of the inherently factual nature of most
trademark disputes").
148. Intermatic, 1996 WL 716892 at *1.
149. Id. at *15. The court dismissed both the plaintiffs trademark infringement and unfair
competition summary judgment motions because it found a genuine issue of material fact as to
the likelihood of confusion. Id. at *9.
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services by means of the Internet"'5 ° because on the Internet, unlike
in the traditional marketplace, a given trademark can only be embodied
Second, continuous use of the mark on
in one domain name.'
Toeppen's web page and every page printed therefrom "works an
inexorably adverse effect upon the distinctiveness of the plaintiffs
mark . . . if he [or she] is powerless to prevent such use, his [or her]
mark will lose its distinctiveness entirely."'5 2 Accordingly, the court
issued a preliminary injunction enjoining Toeppen from interfering
with Intermatic's acquisition of the "intermatic.com" domain name and
mandated that Toeppen "discontinue any and all use of the Intermatic
mark. "153
In another recent domain name case, Panavision International,
L.P. v. Toeppen,5 4 Toeppen's rapacious activities provoked another
company to drag him into District Court. As in Intermatic, the court
ruled that Toeppen had diluted 5 the plaintiffs trademark by
registering the mark as a domain name and attempting to sell it for
profit. The court, however, resisted categorizing the violation as a
common "blurring" or "tarnishment" dilution claim.'5 6 Instead, the
court explained that the dilution extended beyond "blurring" because
Toeppen's acts not only reduced the capacity to identify and distinguish a famous good or service, but also "eliminate[d] the capacity of
the Panavision marks to identify and distinguish Panavision's goods
and services on the Internet."' 5 7 Finally, although the court determined that Toeppen's dilution of Panavision's mark fell outside the

150. Id. at 013.
151. Id.
152. Id. at '13 (citing Polaroid, 319 F.2d at 836). Another requirement for a federal
dilution claim is proving that the defendant used the mark commercially and in commerce. Id.
at 12. In Inte'nnatic, the court denied that either use of the first level domain designation ".com"
or use of the domain name for the defendant's computer software program constituted commercial
use. Id. Instead, the court found Toeppen's registration of the domain name with the intent to
sell it to the trademark owner sufficient commercial use. Id. Further, the court found that
Toeppen's use met the "in commerce" requirement because "Internet communication transmit
instantaneously on a worldwide basis." Id. at '13 (citing GILSON, supra note 66, at § 5.11.).
153. Inte'mnatic, 1996 WL 716892, at 015.
154. 945 F. Supp. 1296 (C.D. Cal. 1996).
155. Id. at 1306. The court found both federal and state dilution violations. Id. at 1301-04.
Panavision also brought summary judgment actions for federal and state trademark infringement
and unfair competition. Id. at 1304. The court summarily dismissed both these actions after
ruling that Toeppen had diluted Panavision's trademark. Id. Also mirroring Internatic,the court
determined that Toeppen's attempts to sell the domain name back to the defendant constituted
"commercial use." Id. at 1303. Toeppen attempted to sell the mark for $13,000. Id.
156. For a discussion of the distinction between "blurring" and "tarnishment," see id. at
1304.
157. Id. at 1304.
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usual blurring-tarnishment dichotomy, it found enough room within
the federal dilution statute to conclude that Toeppen had diluted
Panavision's marks.' 8
In framing its ruling, the court attempted to delicately balance the
rights of domain name and trademark registrants. The court denied
that the decision impeded free competition or granted trademark
owners preemptive rights in domain names."5 9 Indeed, the court
emphasized that the Federal Dilution Act protects parties who
6
innocently register a famous trademark as a domain name. ' The
court provided a hypothetical example of a "citizen of Pana, Illinois
who registers 'panavision.com' in order to provide a community
political forum.' 161 However, the court failed to emphasize that the
Federal Dilution Act only protects parties that register famous marks
for noncommercial use. 162 Thus, the gravamen of the claim is not
willfulness, but whether the infringing or diluting party seeks a profit.
c.

Unwholesome Use' 63

The three cases in this subsection involve use of a registered
trademark in an unwholesome manner. The common theme in the
cases is the defendant's use of a famous trademark to sell sexually
explicit products which sully the plaintiffs trademark as a source of
certain goods or services.
The first reported case enjoining the use of a domain name on
grounds of a trademark violation is Hasbro, Inc. v. Internet Entertainment Group, Ltd.' 6' In Hasbro, the Federal District Court for the
Western District of Washington found that Internet Entertainment had
diluted Hasbro's "Candyland" trademark and issued a preliminary
any further use of the domain name
injunction forbidding
"candyland.com. 16
Internet Entertainment had registered the
"Candyland" website with InterNIC not to cater to sweet-toothed

158. Id.
159. Id.
160. Id.
161. Id.
162. 15 U.S.C. § 1127 (1996).
163. Although the courts deciding the three cases in this section could have found the
defendants liable for tarnishment, only the Akkaoui court specifically does so. Toy's "R" Us, Inc.
v. Akkaoui, No. C 96-3381 CW, 1996 WL 772709 (N.D. Cal Oct. 29, 1996). Thus, it is
probably more appropriate to entitle this section "unwholesome use" rather than tarnishrnent.
164. No. C 96-13OWD, 1996 WL 84853 (W.D. Wash. Feb. 9, 1996).
165. Hasbro, 1996 WL 84853, at -1.
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surfers or board-game enthusiasts but to those "netizens"'" interested in nude photos. 6 7 When Hasbro attempted to create a domain
name incorporating a version of their board game, they discovered a
site devoid of candy or clothes, and filed suit for trademark infringement and dilution. 6 ' While failing to specify what type of dilution
the defendant committed, the court's statements suggest it found
tamishment. 69 Under this theory, Internet Entertainment tarnished
the "Candyland" mark by utilizing a famous mark and portraying it in
an unwholesome manner. 70 Accordingly, the court issued a preliminary injunction mandating that Internet Entertainment eliminate the
"candyland.com" website and avoid any further use of the
17 1
"Candyland" mark.
A little over five months later, in Playboy Enterprises v. Chuckleberry Publishing,172 the District Court for the Southern District of
New York found the defendant in contempt of court because it had
violated a 1982 Second Circuit judgment forbidding it from "publishing, printing, distributing, or selling in the United States an English
under the name
language male
sophisticate magazine
7
3
'PLAYMEN.""
In January 1996, Playboy Enterprises, Inc. (PEI)
discovered that the defendant had created an Internet site that
prominently displayed the "Playmen" name,174 featured images of its
"Women of the Month" expose, and "other explicit photographic
PEI promptly filed a contempt claim against the defenimages. '
dant, who then submitted two arguments to refute the claim.
Defendants first claimed that because they had created the website in

166. See, Ease of GatheringPersonal Dataon Internet Triggers Advent of Privacy-Approved
Sites, 1 Elect. Info. Pol'y & L. Rep. (BNA) 621 (Oct. 11, 1996) (describing Internet users as
"Netizens").
167. Hasbro, 1996 WL 84853, at *1.
168. Id.
169. See Panavision,945 F. Supp. at 1304 (describing Hasbroas an example of tarnishment
because "an adult entertainment group diluted Hasbro's 'Candy land' mark by using the name
Candyland to identify a sexually explicit Internet site and by using 'candyland.com' as the domain
name for the site").
170. Id.
171. See Hasbro, 1996 WL 84853, at '1-2.
172. 939 F. Supp. 1032 (S.D.N.Y. 1996). Although the plaintiff, Playboy, sought a
contempt of court action rather than a trademark infringement action against the defendant, the
case substantively focuses on trademark issues. Id. at 1033.
173. Id. This order was the result of a Second Circuit decision which issued a permanent
injunction against Chuckleberry for.infringing on Playboy's federal trademark and violation of
New York's anti-dilution statute. See Playboy Enters., Inc. v. Chuckleberry Publ'g, Inc., 687
F.2d 563 (2d Cir. 1982).
174. Playboy, 939 F. Supp. at 1034.
175. Id.
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Italy, it fell outside the scope of the Second Circuit's permanent
injunction, which expressly limited its reach to U.S. soil.'76 Second,
they asserted that neither the Second Circuit nor the disputants could
have contemplated the creation of the Internet in 1981. Consequently,
placing pictorial images on the World Wide Web failed to qualify as
prohibited activity under the injunction.'77
The court rejected both arguments. The court summarily rejected
the first argument because even though the defendant created the
websites in Italy, they were easily accessed in the United States. 7 '
The court further elaborated that allowing access to the "Playmen"
website in the United States would flout the clear intention of Second
Circuit's injunction. 179 Additionally, while the court conceded that
the Second Circuit probably did not contemplate the existence of the
Internet in issuing the injunction, the court refused to retroactively
restrict the injunction's applicability to methods of dissemination
created before the Internet. 80 In a somewhat activist vein, the court
emphasized that judgments issued long before the advent of computer
technology must survive its nascent explosion if the law is to retain any
meaning. 1s 1
In October of 1996, in Toys "R" Us, Inc. v. Akkaoui,'82 the U.S.
District Court for the Northern District of California held that the
defendant's use of the "adultsrus.com" domain name diluted by
tarnishment the "R Us" family of marks.'83 In August 1996, the
176. Id. at 1037.
177. Id. at 1035.
178. Id. at 1039 n.6.
179. Playboy, 939 F. Supp. at 1039.
180. Id. at 1039.
181. Id. The court proceeded to find the defendant liable for contempt because its action
of uploading the "Playmen" name, and images associated with it, constituted "magazine
distribution" and thus, violated the injunction. Id at 1039. Less than a month later, the same
court dismissed both the defendant's motion for reconsideration and Playboy's motion to prohibit
the defendant's use of the "Playmen" name in English publications. Id. at 1044-45. The Court
summarily rejected the latter claim because English is a language utilized by persons far removed
from the jurisdiction of the United States District Court for the Southern District of New York.
Id. at 1045.
182. No. C 96-3381CW, 1996 WL 772709 (N.D. Cal. Oct. 29, 1996).
183. Toys "R" Us, 1996 WL 772709, at *3. This case varies from the aforementioned cases
because it is the first one where the defendant does not duplicate exactly the plaintiffs registered
trademark, "toys 'r' us," in the domain name "adultsrus.com." The defendants here conceded
the dilution of the plaintiffs mark and further, the court shaved the prefix modifier off the
trademarks "toys 'r' us" and "kids 'r' us" and treated the "R Us" as a root for a family of
trademarks. Id. The "family of marks" doctrine allows a trademark owner to use a plurality of
marks with common prefix, suffix, or syllable. See 3 J. THOMAS MCCARTHY, MCCARTHY ON
TRADEMARKS AND UNFAIR COMPETITION 64 § 23:61 (4th ed. 1996). The owner establishes
that this common surname deserves protection from a defendant's incorporation of the "family
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plaintiffs, Toys "R" Us, Inc., discovered that the defendants had
established a website under the domain name "adultsrus.com." The
site featured a shopping service soliciting Internet users to purchase
184
sexual devices and clothing inscribed with the "adultsrus" logo.
After sending a demand letter to Akkaoui, the plaintiff filed suit
seeking a preliminary injunction for federal trademark infringement and
federal and state dilution.ls Akkaoui submitted that the claims were
moot because he had ceased using the "adultsrus.com" website.'86
The plaintiffs insisted that the court grant the preliminary injunction
anyway to ensure a complete removal of the domain name and to
prevent infringement or dilution in the future.187
While the court dismissed the plaintiff's infringement claim
because it found success on the merits unlikely, it agreed with the
plaintiffs on the dilution claim and issued a preliminary injunction.'
Proclaiming the "R Us" family of marks famous and distinctive,'89
the court ruled that "adultsrus.com" tarnishes the "R Us" family of
marks by "associating them with a line of sexual products that are
inconsistent with the image Toys 'R' Us has striven to maintain for
itself."' 9 ° The injunction instructed InterNIC to delete the domain
name from its registry and demanded that the defendants cease
operation of the domain name "adultsrus.com," and use of "adultsrus"
logo or any "R Us" derivative domain site or mark.' 9' The injunction further mandated that the defendant provide written notification
to all publishers in which the defendant's "adultsrus.com" domain
name appears to delete all references to current and proposed public or
directory-assistance directories or search-engine databases.'92

surname" which is confusingly similar to the total "family group." Id. The D.C. Circuit has
described a family of marks as "a group of marks having a recognizable common characteristic,
wherein the marks are composed and used in such a way that the public associates not only the
individual marks, but the common characteristics of the family, with the trademark owner." J
& J Snack Foods Corp. v. McDonald's Corp., 932 F.2d 1460, 1462. (Fed. Cir. 1991).
184. Toys "R" Us, 1996 WL 772709, at 01.
185. Id. Plaintiffs also filed false designation of origin and unfair competition claims, but
the request for a preliminary injunction only pertains to the trademark infringement and dilution
claims. Id.
186. Id.
187. Id.
188. Id. at *4.
189. Toys "R" Us, 1996 WL 772709, at 42. The court based this determination on
continuous advertising since 1960 through both local and national channels and the mark's
inherent peculiarity. Id.
190. Id. at *3.
191. Id. at *4.
192. Id. at 5.
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Abuses of domain names have become rampant. Entrepreneurs
who did not hijack well-known trademarks sought to warehouse generic
names that might be valuable. Indeed, a futures market of sorts began
to develop in 1996. ,19 A Vancouver, British Columbia computer
programmer named Jerry Sumpton and a group of financial backers
spent $900,000 to register 9,031 domains, mostly common family
names. 194 Users can search Sumpton's Web Site1 95 to determine
whether his firm owns the domain and the asking price.
Some firms were fortunate to have moved early to obtain domain
names. Others paid a high price. Apple Computer, Inc. paid $29
to the Beatles
million to Apple Corp., which owns the copyrights
16
music, for rights to the "apple.com" domain.
Other on-line exchanges sprang up to buy and sell domain names.
For example, in mid-summer 1996, cybercafe.com was available from
a BestDomains'97 for $30,000.198 CNET went to the secondary
market to purchase "news.com," "tv.com," and other domains it
expected would be useful for its service delivering news over the
Web.1 99 Procter & Gamble, which makes a broad range of products,
has registered ninety domain names, one for "every conceivable P&G
product" and even one for "every affliction and body part the product
is intended to treat," including "headache.com," "diarrhea.com," and
"pimples.com."'2 '
IV.

PROPOSALS FOR SOLVING THE PROBLEM

Throughout 1996, criticism of NSI and its domain name
registration policies continued to mount. Even attempts to implement
a system of charging for registration went awry as hundreds of domain
registrations were abruptly canceled even though the owners had paid
the $100 registration fee.20'
193. See David S. Hilzenrath, This Cyberspacefor Rent; Speculators Are Offering A Horde
of Internet Addresses, WASH. PoST, Aug. 16, 1996, at Dl, available in 1996 WL 10726606.
194. Id.
195. <http://www.mailbank.com>.
196. Allyn Taylor, Trademarks and the Multimedia Explosion, COMPUTER LAWYER, Sept.
1995, at 22, 29.
197. Available on the Web at: <http://www.bestdomn-ins.com>. In October 1996, the
domain name was registered to a hotel in the Dominican Republic.
198. Hilzenrath, supra note 193.
199. Id.
200. Electric Word, WIRED, Nov. 1995, at 49, 55. Pointing to these sites takes the user to
Proctor & Gamble's home page, which has links to specific products.
201. The most prominent victim was the joint venture between Microsoft Corp. and the
NBC Television Network (MSNBC). Days before MSNBC was due to launch, NSI shut down
the msnbc.com domain for an alleged failure to pay the $100 registration fee. In fact, MSNBC
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There were unsanctioned attempts to set up competing domain
registries.' °2 The most prominent of these was AlterNIC.net, a
Bremerton, Washington startup that offers a broad range of commercial TLDs beyond the familiar ".com," such as ".biz," ".www," or
".mall." 2' 3 Paul Vixie, a consultant with the Internet Software
Consortium in Woodside, California, who wrote the code for the
current DNS system, dismisses founder Eugene Kashpureff as a
"confidence man," and predicts the AlterNIC movement won't go
far.204 Kashpureff proudly wears the "Internet terrorist" label critics
have applied to him. "IANA is a bad joke," said Kashpureff, "It
should be shut down." 03 Kashpureff claims that five percent of the
total hosts connected to the Internet already use his domain name
server (DNS) files and the number will reach fifteen percent as he
negotiates deals with additional Internet Service Providers."0 6
More serious efforts to reform the domain name system began to
get underway in the Summer of 1996. Simon Higgs posted an
"Internet-Draft. 20 7 He proposed the following three TLD classes:
(1) openly competitive classes, which are served by multiple registries;
(2) specialized TLD classes that are industry-specific and operated by
a single registry; and (3) single organization TLDs designed to serve
20 8
large organizations, such as ".mil" operated by the U.S. military.
Coincidentally, the Higgs proposal was eclipsed by the release of
an IANA draft proposal to create a series of 150 international TLDs
to be administered by 50 registries, each with a responsibility for no

had paid the fee and the domain was reactivated. See MSNBC Site Cut in Web Housecleaning,
HOUSTON CHRON., Jun. 29, 1996, available in 1996 WL 5606980. See also Linda Bridges,
What's in a Name, And Who Owns It?, PC WEEK, Jul. 29, 1996, availablein 1996 WL 11133391.
202. Getting around the InterNIC monopoly is not terribly difficult. End users can simply
reconfigure their desktop TCP/IP clients to use an alternative Domain Name Server (DNS)
instead of their normal server. This requires more knowledge of computer programming than the
vast majority of Internet users possess and it is not likely that large numbers of users would be
willing to tinker with the TCP/IP settings.
203. Kenneth Hart, Power Struggle over 'Net's Fate, COMM. WK INT'L, Sept. 23, 1996, at
4. AlterNIC is found on the Internet at <http://www.alternic.net>.
204. Id.
205. Id.
206. Id.
207. Simon Higgs, Internet-Draft-Top Level Domain Classification and Categorization
(visited Apr. 20, 1997) (valid Nov. 1996 to May 31, 1997) <http://www.iahc.org/contrib/draftiahc-higgs-tld-cat-03.txt> (hereinafter Higgs Draft). "Internet-Drafts" are the names given to
working drafts of the Internet Engineering Task Force (IETF) and are valid for a period of not
more than six months. Higgs requests that his draft be cited as a "work in progress." Id.
208. Id. at § 5.
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more than three domains. 209 The new domains would "allow more
descriptive names while reducing the load that is primarily borne by
the '.corn' international Top Level Domain. ' 2 10 Ambitious plans for
implementing the proposal, drafted by Jon Postel, long-time head of
JANA called for announcement of specifications in October 1996, with
the first of the new domains on-line by January, 1997.211 However,
members of a new International Ad Hoc Committee (IAHC) were
announced in November 1996, with no deadline set for completion of
their work. Donald Heath, president and chief executive officer of the
Internet Society was named as chair of the eleven-member committee
composed of technical and legal experts from the U.S., Europe, and
Asia.2 12 The IAHC planned to operate in a virtual environment
through an electronic mail list and Web site that would be open to the
public.213 Dr. Donald Telage, president of NSI, said the concept
supported "the Internet Society's efforts to review issues critical to the
future of Internet growth."2"' He pledged that NSI would support
the effort "enthusiastically. "215
In February 1997, the IAHC released its final report.2 16 The
IAHC Report proposes the creation of seven new generic Top Level
Domains ("gTLDs") consisting of strings of three to five letters
each.217 The initial domains would be as follows:
.firm for businesses, or firms
.store for businesses offering goods to purchase
for entities emphasizing activities related to the World Wide
.we
Web
.arts for entities emphasizing cultural and entertainment activities
for entities emphasizing recreation/entertainment activities
.rec
.info for entities providing information services

209. U.S., Other Countries Begin Talks On Information Technology, 1 Elect. Info. Pol'y &
L. Rep. (BNA) 679 (Oct. 18, 1996).
210. The Internet Society, Blue Ribbon International Panel to Examine Enhancements to
3 (visited October 21, 1996) <http://www.iahc.org/
Internet Domain Name System,
pressl.html>.
211. IANA Releases Final Plan For New Global Domain Registries, 1 Elect. Info. Pol'y & L.
Rep. (BNA) 493 (Aug. 30, 1996).
212. Internet Society, New InternationalCommittee Named to Resolve Domain System Issues,
2 (visited Nov. 12, 1996) <http://www.iahc.org/iahcmembers.html>.
213. Id. at 18.
214. Id. at 4.
215. Id.
216. International Ad Hoc Committee, Final Report of the InternationalAd Hoc Committee:
Recommendations for Administration and Management of gTLDs (visited Feb. 4, 1997)
<http://www.iahc.org/draft-iahc-recommend-oo.html> (hereinafter IAHC Report).
217. Id. at § 3.1.
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for those wishing individual or personal nomenclature, i.e.,
a personal nom de plume21

The existing .com, .org, and .net domains would be unaffected.2 1 9
The IAHC proposal eliminates NSI's monopoly on the registration of domain names in the United States by creating twenty-eight
regional registration authorities, four in each of the seven global regions
recognized by the World Trade Organization.22 ° In the event that
there are more than four applicants per region, the registrars are to be
chosen by a lottery.2 21 Each applicant is required to meet minimum
technical and financial qualifications.2 22 The successful applicants are
then required to become signatories to the Council of Registrars
Memorandum of Understanding (CORE-MoU) 2 3 The CORE
MoU is intended to provide "the necessary contractual, legal, oversight
and public policy framework
under which CORE and the individual
2 24
Registrars must operate."
In the important area of resolving domain name registration
disputes, the IAHC rejected the NSI approach of injecting itself into
trademark disputes.225 In an indirect slap at NSI's secretive policies,
the IAHC report observed:
One possible approach is for the registrar to insert itself as an
arbiter of disputes between trademark owners and SLD holders:
The registrar would put an SLD on hold at the behest of the owner
of a trademark registration certificate if the holder of an "identical"
SLD, once challenged, could not produce its own, trumping
trademark certificate or otherwise establish that its use of the
domain predates either the effective date or first use date of
trademark registration. Such a well-intentioned policy summarily

confers upon a non-judicial body the discretion to essentially grant
an injunction against continued use of a SLD, without any adjudication of the merits of the trademark owner's claim against the domain
holder. The IAHC feels that such an approach is inconsistent with
basic tenets of trademark law and principles of equity and fair play.
The dispute policy unfairly burdens the domain holder-who may

218. Id.
219. Id.
220. Id.at § 4.1.1 (referencing the World Trade Organization regional structure found at
<http://www.iahc.org//docs/countries.html>).
221. IAHC Report at § 4.1.2-.3.
222. Id.at § 4.2.1.
223. Id. at § 4.1.5.
224. Id.at § 5.1.1.
225. Id.at § 7.2.1.
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actually have trademark rights superior to those of the challenging
trademark registrant.
The IAHC seeks a registry policy in which registrars are
involved as little as possible in trademark disputes. It is recognized
that there is a substantial interest in minimizing litigation, including
litigation against registries, and in encouraging resolution of
the time that significant investment is
legitimate disputes prior 2to
26
made in a domain name.
To implement its policy goals, the IAHC proposes a registration
and arbitration scheme to minimize the potential for domain name
disputes. 227 Each applicant for a domain name would be given the
opportunity to agree to a voluntary sixty-day waiting period during
which time opposition to registration of the name could be filed.228
Registrants would have to agree:
[t]o participate in on-line mediation under the mediation rules of the
Arbitration and Mediation Center of the World Intellectual
Property Organization (Geneva), if such mediation is initiated by a
right holder who wishes to challenge the domain name applicant's
right to hold and use the second level domain name.
[tlo participate in binding expedited arbitration under the corresponding rules of the WIPO Arbitration and Mediation Center, if
such arbitration is initiated by a right holder who wishes to
challenge the domain name229applicant's right to hold and use the
second level domain name.
The challenges would be heard by arbitration panels consisting
of "international experts in the fields of intellectual property and
Internet domain names. '230 The panels would have the authority to
decide whether a domain name should be excluded from the gTLD in
which it was registered.231 It could not, however, substitute its
judgment for that of any national or regional sovereign court with
authority to hear intellectual property cases.232
The IAHC report also proposes domain name spaces for
companies that own registered trademarks. 233 For firms whose marks

226.
227.
228.
229.
230.
231.
232.
233.

IAHC Report at § 7.2.1.
Id. at § 7.1.1.
Id. at § 7.2.2.
Id. at § 7.1.1.
IAHC Report at § 7.1.2.
Id.
Id.
Id. at § 8.2.
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are registered in only one country, the domain would appear as
<mark>.tm.<country code>. 34
Firms with global registrations
would have a domain that would appear as: <mark>.tm.int.2 35
Firms would be under no obligation to use the .tn domain spaces. 6
The IAMC Proposal began to fall apart within two months.
NSI reneged on its promised support and released its own proposal on
April 17, 1997.237 The National Science Foundation announced it
would not renew NSI's contract to register domains when it expired in
1998.238 NSI retaliated by announcing it would not share the
Internet's crown jewel-the .com domain.239
V.

CONCLUSION

In sum, federal trademark dilution clearly is the most prevalent
and productive claim for plaintiffs desiring to prohibit others from
exploiting the identity and good name of their trademarks and to
acquire web sites to advertise or conduct business. However, the
intersection between domain names and trademark law will remain
murky for the foreseeable future. The Internet has only recently left
its womb and courts and lawyers are attempting to grapple with the
myriad of legal issues that its creation has spawned. Indeed, until
courts tread more frequently and heavily in this arena, particularly
higher courts, the domain name arena will probably subsist under
InterNIC's ineffective governance. The challenge is to determine
whether the square pegs of existing trademark law can fit into the
Internet's round holes.
It is clear that the present scheme for TLDs is inadequate to
meet the escalating demand for commercial domains. It is just as clear
that placing control of commercial domains in a single profit-making
monopoly (NSI) was a mistake. 240 NSI has been widely and properly
criticized for conducting its deliberations in secret. Various attempts
at crafting a policy for resolving domain name disputes in a fair and
equitable manner have left only a trail of litigation and no solutions.

234. Id. at § 8.2.1. This domain name structure already exists in France as ".tm.fr." Id.
235. IAHC Report at § 8.2.2.
236. Id. at § 8.2.
237. Secure InternetAdministrationand Competition in Domain Naming Services (last modified
Apr. 17, 1997) <http://www.netsol.com/papers/internet.html>.
238. David S. Hilzenrath, Network Solutions Dropped as Registrar of Internet Domains,
WASH. POST, Apr. 27, 1997, at El.
239. Id.

240. NSI has become so profitable that its new leadership is exploring the possibility of
taking the company public. NETWORK WORLD, October 7, 1996, at 14.
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NSI's efforts to extricate itself from the litigation have ended in failure.
NSI's retreat from its public statement of support for the IAHC effort
and its threat to hold on to the .com domain was a serious setback that
further tarnished NSI's reputation.
The IAHC faces a daunting task. It must first decide the
nature of the registries that will administer the domain names. The
fact that NSI's monopoly on control of domain name registration will
come to an end is an important first step. The registries should be
nonprofit entities operated by universities or public interest organizations such as the Internet Society. Government agencies should not be
involved as that may open the door for politicization of the Internet,
particularly in nations that seek to control the free flow of information.
The issue of naming the TLDs is tricky. With the exception
of the .nom domain, the IAHC fell into the trap of proposing Anglocentric domain names. While it is true that English is the dominant
language of global commerce and, arguably, the single most important
language in the world, IAHC's failure to consider other languages may
be considered insulting by some non-English speaking nations. If the
World Wide Web is to be truly global, it should be no more Anglocentric than it already is. A ".com" or ".biz" domain means nothing
to a user who only speaks Japanese or Arabic.24 ' One solution might
be to adopt numerical TLDs corresponding to the 42 international
classifications of goods and services. Thus, "commlaw.com" would
become "commlaw.42" as legal services fits into International Class
42.242 To avoid confusion and favoritism, owners of ".com" domains
would be afforded a reasonable period of time, consistent with technical
requirements, to convert to the new system.
Many of the basic principles of trademark law could be applied
to TLDs. A user could reserve a domain on an intent to use basis for
a reasonable period of time. 243 A "use it or lose it" policy should be
strictly enforced to prevent warehousing of domain names.244
Domain name owners, much the same as trademark owners, should be

241. The question of whether the domain names should only be expressed in the Latin
alphabet or whether there should be consideration given to Cyrillic, Japanese, Chinese, Hebrew
and Arabic characters is technical in nature and beyond the scope of this Article.
242. The present International Class 42 is a broad catchall category that includes, among
other things, computer programming services, veterinary and agricultural services, scientific and
industrial research and "services that cannot be placed in other classes."
243. Federal Trademark Law allows trademarks to be registered by filing an "intent to use"
application. 15 U.S.C. § 1051(b) (1994).
244. Federal Trademark Law allows a person to petition for the cancellation of another's
trademark for several reasons including nonuse. 15 U.S.C. § 1064 (providing for cancellation of
registered marks no longer in use).
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required to demonstrate continued use of the mark at regular intervals
to place unused domains back into service.
The IAHC proposal, potential flaws notwithstanding, is a wellreasoned, well-intentioned effort to resolve a difficult problem.
Whereas it represents a significant improvement over the flawed NSI
system, time may reveal its flaws. Unlike NSI, the IAHC's principals
are not driven by profit. IAHC appears to be interested solely in
implementing a domain registration scheme that will be fair and
equitable and permit the continued and orderly growth of the Internet.
The successful implementation of the IAHC proposal will also
demonstrate whether the Internet, which has always taken great pride
in its free-wheeling anarchy, can exercise self-governance for the
common good.

